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DETAILED ACTION 

The action is in response to tine Request for Continued Examination filed on 
November 18'^ 2008 

Status of Claims 

Claims 1-11 and 13-20 are pending, of which claims 1 and 11 are in independent 
form. Claims 1,11, and 13-15 have been amended. Claims 1-11 and 13-20 are rejected 
under USC 103(a) 

Response to Arguments 

1 . Applicant's arguments, see page 13-14 of the response regarding a timing 
program, filed November 18'^^, 2008, with respect to the rejection(s) of claim(s) 1 and 1 1 
under 102(e) have been fully considered and are persuasive. Therefore, the rejection 
has been withdrawn. However, upon further consideration, a new ground(s) of rejection 
is made in view of Yoneda US Publication Number 2006/0279642 A1 . 

2. Applicant's arguments filed on November 18, 2008 have been fully considered 
but they are not persuasive. 



Application/Control Number: 10/565,384 Page 3 

Art Unit: 2184 

Regarding tlie amended independent claim 1, the applicant lias argued, on page 
14 of the response, that the cited Chang reference fails to teach "copying the AutoRun 
program and the specific file to be executed to a host disk of the host computer." A 
similar argument is made to amended independent claim 1 1 . 

Referring to applicant's argument to the amended claim 1, Chang discloses, on 
page 2 paragraph 0029, that the auto run firmware informs the hose of the presence of 
auto run executable files and those files are then provided to the host computer. The 
examiner interprets this as the executable files are transferred to the host computer. 

The grounds of rejection have been updated in response to the amendments 

made. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-7, 11 -15 and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chang US Publication No. 2005/0083741 A1 (hereinafter Chang) in 
viewofYoneda US Publication Number 2006/0279642 A1 (hereinafter Yoneda). 
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1. Claims 1-7, 11 -15 and 18-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Chang US Publication No. 2005/0083741 A1 (hereinafter Chang). 

Referring to claim 11, Chang discloses: 

A method of AutoRun using a semiconductor storage device, the semiconductor 
storage device (Integrated Circuit Memory Device 100, Chang Fig. 1) being coupled 
with a host computer (host 150, Chang Fig. 1) having an operation system with an 
AutoRun mechanism, comprising: 

1 ) the operation system of the host computer sending out a first inquiry command 
(Step 310, the host computing device performs an enumeration to identify the newly 
attached USB peripheral, Chang page 2, paragraph 0025, lines 1-2) to the 
semiconductor storage device (USB peripheral) for detecting the type of the device; 

2) the semiconductor storage device replying to the first inquiry command from 
the operation system that the device is an optical disk (Step 33, the autorun firmware in 
the USB peripheral announces itself with a device interface description such as a Bulk 
Only Transport corresponding to a CD-ROM, Chang page 2, paragraph 0027, lines 1-5); 

3) the operation system of the host computer deeming the semiconductor 
storage device as an optical disk based on the reply from the semiconductor storage 
device (the USB peripheral firmware announces itself as a CD-ROM using the bulk only 
transport protocol, Chang page 2, paragraph 0027, lines 1-5), and performing an 



Application/Control Number: 10/565,384 Page 5 

Art Unit: 2184 

operation accordingly (tlie liost request enumeration of tine files in the root directory and 
the firmware responds, Chang page 2, paragraph 0028, lines 5-7); and 

4) the AutoRun mechanism of the operation system searching for an AutoRun 
configuration file (Autorun.inf, Chang page 2, paragraph 0029, line 4) stored in the 
semiconductor storage device (the file is stored on the memory component of the USB 
peripheral, Chang page 2, paragraph 0029, lines 3-5) which simulates an optical disk 
drive so that a specific file directed by the AutoRun configuration file can be executed, 
the searching step comprising: 

(4-1) the operation system sending out a second inquiry command to detect 
whether an optical disk is inserted into the optical disk drive when the semiconductor 
storage device is deemed to be an optical disk drive (Inherent, it is the standard 
operation every operating system to inquire as to whether or not there is a disk in a 
drive. It is there fore inherent that if the USB peripheral of Chang presents itself as a 
CD-ROM drive, the OS of the host system would necessarily inquire as to whether or 
not the device had a disk in it, Chang page 2, paragraphs 0025 and 0027); 

(4-2) in response to the second inquiry command, the semiconductor storage 
device, which simulates an optical disk drive, replying to the operation system after a 
predetermined delay, that an optical disk is already inserted into the optical disk drive so 
that the operation system can deem the semiconductor storage device as an optical 
disk with in an optical disk (Inherent, in mimicking the operation of CD Rom drive, the 
USB peripheral would necessarily have to indicate that it was a CD drive with a disk. 
Chang indicates that the host requests enumeration of files in the disk. It could only 
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make this request in the event that it believed there was a disk and there for a file 
structure to be read from. Therefore this limitation is seen as inherent by the examiner, 
Chang page 2, paragraph 0028, lines 5-8); and 

(4-3) the AutoRun mechanism of the operation system searching for the AutoRun 
configuration file (in response to the enumeration of the files in the USB peripheral, 
Chang page 2 paragraph 0028 lines 5-8, the auto run firmware informs the host of the 
presence of Autorun.inf, Chang, page 2, paragraph 0029, lines 1-5) stored in the 
semiconductor storage device which simulates the optical disk drive with an optical disk 
so that the operation system can execute the specific file directed by the AutoRun 
configuration file. 

Wherein an AutoRun program is present in the semiconductor storage device 
coupled to the host computer and capable of directing the specific file (AutoRun 
firmware, page 2, paragraph 0029); and 

The AutoRun program is directed by the AutoRun configuration file (Autorun.inf, 
page 2, paragraph 0029, line 3), wherein the searching step comprises: 

The operation system accessing the AutoRun configuration file stored in the 
semiconductor storage device to search for the AutoRun program, and; 

executing the AutoRun program in the semiconductor storage device to search 
for the specific file, copying the AutoRun program in the semiconductor storage device 
and the specific file to be executed to a host disk of the host computer (that the auto run 
firmware informs the hose of the presence of auto run executable files and those files 
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are then provided to the host computer. The examiner interprets this as the executable 
files are transferred to the host computer (Chang page 2, paragraph 0029); 

The copy of the AutoRun program in the host disk of the host computer calling 
and executing the copy of the specific file (the host executes the auto run functionality, 
Chang page 2, paragraph 0029). 

It is noted that Chang fails to disclose, starting a timing program with a 
predetermined timing value; and the timing program sending a out a reset command to 
the semiconductor storage device when time arrives at the predetermined timing value. 

However, Yoneda discloses, starting a timing program (timer means, Yoneda 
page 3, paragraph 0042, lines 3-7) with a predetermined timing value (predetermined 
time period, page 3, paragraph 0042, line 7); and 

the timing program sending a out a reset command to the semiconductor storage 
device when time arrives at the predetermined timing value (after the expiration of the 
predetermined time period, the changing means resets the connection with the pc to 
change to operation mode of the camera, Yoneda page 3, paragraph 0042, lines 7-15). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Chang and Yoneda before him or her, to utilize the 
timing means of Yoneda with the AutoRun method of Chang. 

The motivation to combine is apparent in Yoneda, page 3 paragraph 0042, lines 
1 5-22, where it states that by running a timer, even if the device has an error or failure 
in being detected as a storage device, the device may still operate in a different mode. 
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Therefore it would have been obvious to combine Yoneda with Chang to obtain 
the invention as disclosed in the instant claim. 

As per claim 13, Chang discloses, the method of claim 1 1 wherein an AutoRun 

program is preset In the semiconductor storage device coupled to the host computer 
and capable of directing a specific file; and the AutoRun program Is directed by the 
AutoRun configuration file, wherein the step 4-3) comprises: 

the copy of the AutoRun program sending out a rest command to the 
semiconductor storage device (Step 360, a query to see if the USB peripheral Is to be 
enumerated again, which if the autorun is complete, would allow it to announce Itself as 
USB device (e.g. a data storage device), Chang page 2, paragraph 0030, lines 1-8). 

It is noted that Chang does not appear to explicitly disclose, if the AutoRun 
program cannot successfully send out the reset command, the timing program sending 
out a reset command to the semiconductor storage device when time reaches the 
predetermined timing value. 

However, Yoneda disclose, if the AutoRun program cannot successfully send out 
the reset command, the timing program sending out a reset command to the 
semiconductor storage device when time reaches the predetermined timing value (after 
the expiration of the predetermined time period, the changing means resets the 
connection with the pc to change to operation mode of the camera, Yoneda page 3, 
paragraph 0042, lines 7-15). 
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At the time of tlie invention, it would have been obvious to one of ordinary si<ill in 
the art, having the teachings of Chang and Yoneda before him or her, to utilize the 
timing means of Yoneda with the AutoRun method of Chang. 

The motivation to combine is apparent in Yoneda, page 3 paragraph 0042, lines 
15-22, where it states that by running a timer, even if the device has an error or failure 
in being detected as a storage device, the device may still operate in a different mode. 

Therefore it would have been obvious to combine Yoneda with Chang to obtain 
the invention as disclosed in the instant claim. 

As per claim 14, Chang discloses, the method of claim 1 1, wherein the step (4- 
3) further comprises: 

The timing program sending out a reset command to the semiconductor storage 
device when the time reaches the predetermined timing value (after the expiration of the 
predetermined time period, the changing means resets the connection with the pc to 
change to operation mode of the camera, Yoneda page 3, paragraph 0042, lines 7-15). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Chang and Yoneda before him or her, to utilize the 
timing means of Yoneda with the AutoRun method of Chang. 

The motivation to combine is apparent in Yoneda, page 3 paragraph 0042, lines 
1 5-22, where it states that by running a timer, even if the device has an error or failure 
in being detected as a storage device, the device may still operate in a different mode. 
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Therefore it would have been obvious to combine Yoneda with Chang to obtain 
the invention as disclosed in the instant claim. 

As per claim 15, Chang discloses, the method of claim 14, wherein the 

predetermined timing value is set by a user or through a special software and/or 
program (the timing to re-enumerate is set by autorun firmware, Chang page 2, 
paragraph 0030, lines 1-8 and Fig. 3). 

As per claim 16, Chang discloses, the method of Claim 11, further comprising 
the following steps for switching the semiconductor storage device to the conventional 
storage device after activating the AutoRun mechanism of the operation system in step 
4), including: 

5) resetting the semiconductor storage device (the USB peripheral re- 
enumerates Itself to the system, Chang page 2, paragraph 0030. lines 1-8). 

6) replying that the semiconductor storage device is the conventional storage 
device when the operation system sends out the first inquiry command for detecting the 
type of the device (the autorun firmware announces Itself as a USB peripheral, e.g. data 
storage device, Step 370, Chang page 2, paragraph 0030, lines 4-6); 

7) the operation system performing a configuration based on the reply from the 
semiconductor storage device (Step 380, the autorun firmware loads the firmware 
associated with the enumerated USB peripheral); and 
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It is noted tliat neither Chang nor Yoneda specifically discloses, 8) the operation 
system performing a conventional storage operation on the semiconductor device 
according to a user command. 

However, one of ordinary skill in the art would appreciate that in step 380 the 
USB peripheral has identified itself as a storage device and is therefore available for 
storage operations as per the device descriptors it provides to the host (Chang page 2, 
paragraph 0031 , lines 5-6). Therefore it would be obvious to perform a storage 
operation on the USB peripheral 

At the time of the invention, it would have been obvious to one of ordinary sl<ill in 
the art, having the teachings of Chang and Yoneda before him or her, to modify the 
method of Chang to perform a storage operation on the USB peripheral. 

The suggestion/motivation for doing so would have been that using the USB 
storage device as a storage device would utilize the device in its intended fashion. 

As per claim 17, neither Chang nor Yoneda specifically discloses, the method of 
claim 16, wherein said steps for switching the semiconductor storage device to a 
conventional storage device can be performed after activating the AutoRun mechanism 
of the operation system, regardless of the execution of specific file. 

However, one of ordinary skill in the art would recognize that the autorun 
firmware could re-enumerate the device prior to the completion of the autorun 
executable. The autorun executable is provided to the host and once that has occurred 
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it could clearly run Its course independent of the USB peripheral maintaining its status 
as a virtual CD ROM drive. 

The motivation to do so is apparent in that once the autorun executable has been 
provided to the host, its operation is independent of the device enumeration of the USB 
peripheral and therefore one of ordinary skill in the art at the time of the invention would 
clearly see that it is not necessary to tie the re-enumeration process to the completion of 
the autorun procedure. 

As per claim 18, the method of claim 1 1 , wherein the AutoRun mechanism of 
the operation system of the host computer supports an automatic execution of a file in 
the optical disk in the optical disk drive, and the optical disk drive is selected from the 
group consisting of a CD-ROM, a CD-RW, a DVD-ROM, a DVD-RAM, a blue laser 
DVD, and a red laser DVD (USB peripheral enumerates itself as CD-ROM, Chang page 
2, paragraph 0027, lines 5-6). 

As per claim 19, Chang discloses, the method of claim 1 1 , wherein a device 
type of the semiconductor storage device can be changed by inputting an indication 
from a command, buttoning, or programming (person operable physical slide switch 
700, Chang page 3, paragraph 0043, lines 1-5); 

The semiconductor storage device is then preset as a preset type selected from 
the predetermined types according to the input indication (switch 700 allows a person to 
select from among multiple modes, functionalities or peripherals available on the USB 
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device, Chang page 3, paragraph 0043, lines 2-8), and after the semiconductor storage 
device is reset, the semiconductor storage device is coupled to the host computer as 
the preset type of device (based on the position of switch 700, the various functionalities 
of the device maybe enabled and disabled, Chang page 3, paragraph 0044, lines 1-8). 

As per claim 20, Chang discloses, the method of Claim 1 1 wherein the host 
computer can perform a conventional storage operation on the semiconductor storage 
device according to a user command (Step 370 and 380, the USB peripheral re 
enumerates itself as a storage device, and loads the firmware to associated with the 
enumerated type, making it available for commands, Chang page 2, paragraph 0031 , 
lines 1-7). 

Referring to claim 1, similar limitations as in claim 1 1 are recited. Therefore the 
rejection of claim 1 1 applies to claim 1 . 

As per claim 2, Chang discloses, the method of Claim 1 , wherein the 

semiconductor storage device is coupled to the host computer through an interface 
selected from the group consisting of a USB interface, a UWB interface, a blue-tooth 
interface, an IrDA infrared interface, a HomeRF interface, an IEEE 802.11a interface, an 
IEEE 802.11b interface, an IEEE 1394 Bus, an IDE bus, a USB bus, an LAN, and a 
WAN (USB peripheral, Chang page 2, paragraph 0025, lines 1-2). 
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As per claim 3, the method of claim 1, wherein the predetermined device types 
which are supported by the AutoRun mechanism of the operation system of the host 
computer, are selected from the group consisting of an optical disk, a host disk, a 
removable disk, a USB large volume disk, and a USB flash disk (The current invention 
provides AutoRun by mimicking a CD-ROM drive, Chang page 2, paragraph 0027, lines 
5-6). 

As per claim 4, the method of claim 3, wherein the optical disk are selected from 

the group consisting of, a CD-Rom, a CD-RW, a DVD-ROM, a DVD-RW, a DVD-RAM, 
a blue laser DVD, and a red laser DVD (The current invention provides AutoRun by 
mimicking a CD-ROM drive, Chang page 2, paragraph 0027, lines 5-6). 

As per claim 5, similar limitations as in claim 19 are recited. Therefore the 
rejection of claim 19 applies to claim 5. 

As per claim 6, the method of Claim 1, wherein the predetermined device 

types can be defined as one or more device types based on related protocols (the USB 
peripheral maybe made up of several USB device, Chang page 3, paragraph 0040, 
lines 1-10, and Fig. 6); 

The semiconductor storage device can be coupled to the host computer as one 
device, or as more devices which are processed according to the device types. 
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respectively (tlie USB peripheral maybe made up of several USB device, Chang page 
3, paragraph 0040, lines 1-10, and Fig. 6). 

As per claim 7, the method of Claim 1, wherein the semiconductor 

storage device detects whether the AutoRun configuration file is present in a storage 
space of the semiconductor storage device (Step 320, Chang page 2, paragraph 0026, 
lines 1-3 And Fig. 3); 

If the AutoRun configuration file is present, the semiconductor storage device is 
coupled to the host computer as a preset type (step 330, Change page 2, paragraph 
0027, lines 1-6 and Fig. 3); 

If the AutoRun configuration file is not present, the semiconductor storage device 
is coupled to the host computer as a conventional storage device (Step 320 proceeds to 
Step 370 if the autorun firmware is disabled or not present, Chang page 2, paragraph 
0026, lines 1-3 and Fig. 3). 

As per claim 8, similar limitations as in claim 20 are recited. Therefore the 
rejection of claim 20 applies to claim 8. 

As per claim 9, similar limitations as in claim 17 are recited. Therefore the 
rejection of claim 17 applies to claim 9. 
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As per claim 10, Chang discloses, the method of claim 9, wherein the 
conventional storage operation is a process based on a protocol according to a 
conventional device type of the semiconductor storage device, and the protocol are 
selected from the group consisting of UFI, SFF80201 , SCSI Transparent Command Set, 
Reduced Block Commands (RBC), T10 Project 1240-D, ZIP Disk and MO Disk 
protocols (SCSI transparent command set, Chang page 2, paragraph 0027, line 4). 
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